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Jury Clears J&J In Rembrandt Contact Lens Patent Row
By Stewart Bishop

Law360, New York (June 04, 2012, 8:51 PM ET) -- A Florida federal jury has ruled in favor of
Johnson & Johnson Vision Care Inc., finding that two lines of its contact lenses do not infringe on a
patent belonging to Rembrandt Vision Technologies LP.

U.S. District Judge Timothy Corrigan on Monday entered final judgment following the jury’s verdict
for the Johnson & Johnson unit against Rembrandt, ending the fight over U.S. Patent Number
5,712,327, which covers a type of soft contact lens that can be worn for extended periods of time.

Just more than a year after winning a $47.1 million judgment from a Novartis AG unit in an
infringement suit over the ‘327 patent, Rembrandt hit Johnson & Johnson's vision unit with the suit
in June 2009, accusing its rival of willfully infringing the same patent.

Rembrandt originally filed suit in the U.S. District Court for the Eastern District of Texas before the
suit was transferred to Florida, alleging that Johnson & Johnson’s Acuvue Advance and Acuvue
Oasys contact lenses infringe the '327 patent, the suit says.

According to the complaint, Johnson & Johnson knew about the '327 patent since 1999, a year
after it was issued.

Johnson & Johnson sought a license to the '327 patent from Dr. Sing-Hsiung Chang and his wife,
who co-invented the patent-in-suit, and three others related to soft, oxygen-permeable contact
lenses. However, the company never obtained the license, the complaint said.

"J&J Vision Care recognizes that Dr. and Mrs. Chang made a key innovation in the '327 patent,"
the complaint said. "Among other things, J&J Vision Care recognizes that Dr. Chang was among the
first to solve the problems with silicone hydrogel lenses that prevented them from being used as
extended-wear lenses."

The jury entered its verdict May 14.

Rembrandt previously has had significant success defending the '327 patent.

The U.S. Patent and Trademark Office previously upheld the '327 patent on re-examination, despite
a preliminary ruling that the patent was invalid for obviousness.

"The patentability of the claimed invention in the '327 patent is further demonstrated by
commercial success, industry recognition and praise, long-felt need and failure of others," the
USPTO said in its June 2009 decision.

In February 2008, Judge Charles Everingham IV of the Eastern District of Texas issued a final
judgment awarding Rembrandt the $41.08 million it won in a jury verdict from Novartis unit CIBA
Vision Corp., in addition to $6.06 million in prejudgment interest.

In April 2009, Rembrandt agreed to drop post-trial claims against CIBA as part of a settlement
reached between the companies.
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During the trial, CIBA's Focus Night and Day lenses and O2Optix lenses were found to infringe
Rembrandt's '327 patent.

In the verdict, the jury found that the patent was valid and infringed by CIBA's products, but
stopped short of finding the infringement to be willful.

About eight months later, Judge Everingham rejected CIBA's inequitable conduct defense and
declared the patent enforceable.

Rembrandt filed that complaint in October 2005. The suit originally included Bausch & Lomb Inc. as
a defendant, but
Rembrandt settled with the company in October 2007 under confidential terms, according to court
documents.

Representatives for both parties were not immediately available for comment on Monday

The patent-in-suit in the Johnson & Johnson case is U.S. Patent Number 5,712,327.

Johnson & Johnson is represented by Gregory L. Diskant, Michael F. Buchanan, Kathleen Crotty,
Diana Breaux, Charles D. Hoffmann, Scott A. Sukenick and Sean Marshall of Patterson Belknap
Webb & Tyler LLP, Timothy J. Barron, Alexander Rozenblat, Olivia T. Luk and Christopher B. Lay of
Jenner & Block and R. Troy Smith of Holland & Knight LLP.

Rembrandt is represented by Ronald J. Schutz, Jake M. Holdreith, Cole M. Fauver, Diane L.
Simerson and Ryan M. Schultz of Robins Kaplan Miller & Ciresi LLP and John A. DeVault III and
Courtney K. Grimm of Bedell Dittmar Devault Pillans & Coxe PA.

The case is Rembrandt Vision Technologies L P v. Johnson & Johnson Vision Care Inc, case number
3:11-cv-00819 in the U.S. District Court for the Middle District of Florida.

--Editing by Richard McVay.
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